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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 91,105 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The limitation of "continuous placement of 
said pad" is not described in the specification clearly enough for one to understand. The 
excerpt that is supposed to support the limitation provided by applicant in the remark 
filed 6/29/09 does not explained such limitation. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 91 ,1 05 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The limitation of "continuous placement of said pad" 
is unclear because it appears that this limitation seems to be stating that the pad is 
continuously placed in the pocket of the saddle, while in reality, the pad is there already 
in the pocket at all times. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 70 & 103 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kwan et al. (2005/0060968A1). 

For claim 70, Kwan et al. teach saddle pad apparatus 10 adapted to support a 
saddle while maintaining both substantially unimpeded movement of the spinal column 
of a living subject and a desirable balance of a saddle and rider, comprising: a first pad 
26 disposed laterally to one side of said spine and a second pad 26 disposed laterally to 
the other side of said spine so that said first and second pads straddle said spinal 
column and are sufficiently distant therefrom so that said saddle pad apparatus does 
not impede movement of the spinal column of said living subject by forming a space 
between said spinal column and said saddle pad apparatus (see figs. 3 & 4), each of 
said pads being adapted to individually cooperate with a respective one of withers 
region gaps or recesses 34,36 of the anatomy of the living subject (see fig. 4); wherein 
said gaps or recesses are disposed in the withers region of the subject; and wherein 
said pads are placed at least partially within gaps or recesses in said withers region of 
said subject, said placement of said pads being such that said saddle and saddle pad 
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apparatus is raised at least partly off of only said withers region of said subject, so as to 
substantially avoid contact of said saddle with the top of the withers, thereby 
substantially eliminating pressure points in said withers region and maintaining said 
balance. Note that paragraph [0019] of Kwan et al. teach that the pads 26 will occupied 
the relief area 34 upon compression, thus, the pads will be disposed or at least be 
"adapted" to cooperate with the gaps or recesses 34,36. Note also that pads 26 do not 
meet each other or do not extend into the middle area 17, according to figs. 3 & 4. 

For claim 103, Kwan et al. teach saddle pad apparatus 10 adapted to support a 
saddle, comprising: a first pad 26 disposed laterally to one side of said spine and a 
second pad 26 disposed laterally to the other side of said spine, said first and second 
pads straddling said spinal column at a predetermined distance, said predetermined 
distance sufficiently distant so that said saddle pad apparatus does not impede 
movement of the spinal column of said living subject by forming a space between said 
spinal column and said saddle pad apparatus (separated by ref. 17); and wherein each 
of said first and second pads comprises a predetermined shape (see fig. 3, substantially 
triangular), said predetermined shape being disposed within a respective one of a 
withers region gap or recess occurring in the anatomy of said living subject, said 
disposing of said first and second pads within respective ones of said withers region 
gaps or recesses (area above wither 36) causing said saddle and saddle pad apparatus 
to be raised at least partly off of only said withers region of said subject. Note that 
paragraph [0019] of Kwan et al. teach that the pads 26 will occupied the relief area 34 
upon compression, thus, the pads will be disposed or at least be "adapted" to cooperate 
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with the gaps or recesses 34,36. Note also that pads 26 do not meet each other or do 
not extend into the middle area 17, according to figs. 3 & 4. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 71,80,81,84,98-100 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kwan et al. (as above) in view of Woods (5802823). 

For claim 71 , Kwan et al. teach at least one pad 26 (see [001 9]) but are silent a 
third and a fourth pad so that said apparatus comprises four discrete pads, two per side 
of the spine. 

Woods teaches in the same field of endeavor of saddle pad apparatus as Kwan 
et al., in which Woods' apparatus has at least four discrete pads 44-46, two per side of 
the spine (see fig. 4). It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to employ additional pads, two per side as taught by 
Woods in the saddle pad apparatus of Kwan et al. so as to further provide relief for the 
horse due to pressure from the rider and saddle. 

For claim 80, Kwan et al. teach saddle pad apparatus 10 adapted to support a 
saddle on a living subject, comprising: a plurality of pads 26 that distribute load from 
said saddle substantially evenly on said living subject to avoid contact with the living 
subject's spinal column over only a plurality of non-contiguous regions of said living 
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subject's anatomy such that during riding said saddle is substantially stable around a 
rotational axis transverse to the longitudinal axis of the spinal column of said subject, 
said pads further being disposed only within individual ones of withers region recesses 
of said subject (area of ref. 36) so as to elevate only a front portion of said saddle and 
saddle pad apparatus during riding while maintaining said substantial stability around 
said axis. In addition, the pads 26 of Kwan et al. being embedded in the shell 12, thus, 
technically, this would create some sort of pockets to hold the pads within shell 12. 
Moreover, Kwan et al. teach various materials for the shell 12 and lining 22. However, if 
this is not the case, then Kwan et al. are silent about wherein said plurality of pads are 
disposed laterally to said spine in pockets formed substantially between a first layer 
comprising sheepskin having a pelt hair length between 3/4 inch and 1 inch, and a 
second layer comprising a fiber-based material, said sheepskin being disposed to 
contact the skin of said living subject, said fiber-based material being disposed to 
contact said saddle. 

As mentioned above, Woods teaches the plurality of pads 16,44-46 are disposed 
laterally to the spine in pockets 20 formed substantially between a first layer 62 
comprising sheepskin having a pelt hair length between 3/4 inch and 1 inch, and a 
second layer 60 comprising a fiber-based material (hard-wearing fabric and canvas are 
fiber-based material), said sheepskin being disposed to contact the skin of said living 
subject, said fiber-based material being disposed to contact said saddle. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to have the pads of Kwan et al. be disposed in pockets formed substantially between a 



Application/Control Number: 10/692,835 Page 7 

Art Unit: 3643 

first layer of material and a second layer of material as taught by Woods in order to hold 
in the pads and allow the user to remove and replace the pads as desired. In addition, 
it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to manufacture the first layer of Kwan et al. out of sheepskin as 
taught by Woods in order to provide comfort and warmth for the horse by having the 
sheepskin being disposed to contact the skin of said living subject. 

Kwan et al. as modified by Woods are silent about the sheepskin having a pelt 
hair length between 3/4 inch and 1 inch. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have the sheepskin of 
Kwan et al. as modified by Woods be with a pelt hair length between 3/4 inch and 1 
inch, since it has been held that where routine testing and general experimental 
conditions are present, discovering the optimum or workable ranges until the desired 
effect (for comfort of the horse) is achieved involves only routine skill in the art. 

For claim 81 , as mentioned above, Woods teaches the apparatus having at least 
four discrete pads, two per side of the spine, each of said four pads being adapted to 
cooperate with a recess or gap within the anatomy of the subject. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
employ additional pads, two per side as taught by Woods in the saddle pad apparatus 
of Kwan et al. as modified by Woods so as to further provide relief for the horse due to 
pressure from the rider and saddle. 

For claim 84, in addition to the above, Woods further teaches wherein said 
plurality of pads are made removable from said pockets via Velcro strips 67,68 disposed 
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at seams of said pockets (see fig. 5). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have the pads of Kwan et al. as 
modified by Woods be made removable from pockets via Velcro strips disposed at 
seams of said pockets as further taught by Woods in order to allow the user to remove 
and replace the pads as desired. 

For claim 98, Kwan et al. as modified by Woods are silent about wherein said 
sheepskin comprises Australian Merino sheepskin. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to select Australian 
Merino sheepskin as the preferred sheepskin in the apparatus of Kwan et al. as 
modified by Woods, since it has been held to be within the general skill of a worker in 
the art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious choice. 

For claims 99 & 100, Kwan et al. as modified by Woods are silent about wherein 
said sheepskin comprises a chemical treatments adapted to improve at least one of 
stain resistance or ultraviolet fading of said sheepskin. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to employ a 
chemical treatment to the sheepskin of Kwan et al. as modified by Woods in order to 
treat the sheepskin to rid of bacteria in the sheepskin, which is a known technique 
employed in leather or fur treatment. KSR International Co. v. Teleflex Inc., 127 S. Ct. 
1727, 1739, 1740, 82 USPQ2d 1385, 1395, 1396 (2007) 
9. Claims 72-75,91-93 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kwan et al. (as above) in view of Vasko et al. (4683709). 
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For claim 72, Kwan et al. are silent about wherein at least one of said pads varies 
in thickness. 

Vasko et al. teach in the same field of endeavor of saddle pad apparatus as 
Kwan et al., in which Vasko et al.'s apparatus has at least one of said pads 36,38 varies 
in thickness (see fig. 8, and col. 4, lines 3-19). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have at least one of the 
pads of Kwan et al. be varies in thickness as taught by Vasko et al. in order to allow 
bulk of the energy absorbing material to be concentrated where the maximum amount 
of shock or energy transfer is experienced (Vasko et al., col. 4, lines 7-9). 

For claim 73, Kwan et al. teach the pads being made from closed cell foam, EVA 
foam, or open cell foam, gel filled pad or an air filled pad (see [001 9]) but are silent 
wherein said first and second pads are formed from a visco-elastic foam material. 

In addition to the above, Vasko et al. teach the pads are made from a visco- 
elastic foam material (col. 2, lines 65-68 and col. 3, lines 32-48). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
manufacture the pads of Kwan et al. out of a visco-elastic foam material as taught by 
Vasko et al. in order to provide a material that can absorb a significant portion of the 
shock or energy transferred between the rider and the horse and to allow recovery 
before the next shock or energy transfer (Vasko et al., col. 3,lines 34-40). 

For claim 74, Kwan et al. teach the pads 26 being embedded in the shell 12, 
thus, technically, this would create some sort of pockets to hold the pads within shell 12. 
However, if this is not the case, then in addition to the above, Vasko et al. teach wherein 
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said first and second pads 36,38 are disposed in pockets 28,30 formed substantially 
between a first layer of material 14 and a second layer 17 of material. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to have the pads of Kwan et al. be disposed in pockets formed substantially between a 
first layer of material and a second layer of material as taught by Vasko et al. in order to 
hold in the pads and allow the user to remove and replace the pads as desired. 

For claim 75, in addition to the above, Vasko et al. teach wherein said first and 
second pads 36,38 are made removable from said pockets 28,30 via Velcro strips 34,35 
disposed at seams of said pockets. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have the pads of Kwan et al. be 
made removable from pockets via Velcro strips disposed at seams of said pockets as 
taught by Vasko et al. in order to allow the user to remove and replace the pads as 
desired. 

For claim 91 , Kwan et al. teach a pad element 26 comprising a plurality of 
substantially rounded edges (see fig. 3 for contour of pad 26) adapted for use in a 
saddle pad 10, wherein said pad element is formed from closed cell foam, EVA foam, or 
open cell foam, gel filled pad or an air filled pad (see [0019]) and is adapted for selective 
removal from said saddle pad by a user (pad 26 is adapted to be remove if one wishes 
to do so due to its small size); and wherein said pad element is particularly shaped to 
accommodate and fit substantially within a particular withers region recess on the 
anatomy of an animal on which said pad element and saddle pad is utilized, and 
wherein continuous placement of said pad (because the pad is there in the saddle, 
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hence, continuous) substantially within said withers region recess results in substantial 
lift of a saddle and said saddle pad placed thereon away from said withers region while 
maintaining balance and stability of said saddle for said user. However, Kwan et al. are 
silent about the pad being made of a visco-elastic foam. 

As mentioned above, Vasko et al. teach the pads are made from a visco-elastic 
foam material (col. 2, lines 65-68 and col. 3, lines 32-48). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to manufacture 
the pads of Kwan et al. out of a visco-elastic foam material as taught by Vasko et al. in 
order to provide a material that can absorb a significant portion of the shock or energy 
transferred between the rider and the horse and to allow recovery before the next shock 
or energy transfer (Vasko et al., col. 3, lines 34-40). 

For claim 92, Kwan et al. are silent about wherein said pad element has a 
plurality of densities associated therewith in its uncompressed state. 

As mentioned above, Vasko et al. teach wherein said pad element 36 has a 
plurality of densities associated therewith in its uncompressed state (see fig. 8, and col. 
4, lines 3-19). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to have the pads of Kwan et al. be with plurality of 
densities associated therewith in its uncompressed state as taught by Vasko et al. in 
order to allow bulk of the energy absorbing material to be concentrated where the 
maximum amount of shock or energy transfer is experienced (Vasko et al., col. 4, lines 
7-9). 
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For claim 93, in addition to the above, Vasko et al. teach wherein said plurality of 
densities are substantially stratified with respect to the width dimension of said element 
(see figs. 5-7). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to have the pads of Kwan et al. be with plurality of 
densities that are substantially stratified with respect to the width dimension of said 
element associated therewith in its uncompressed state as taught by Vasko et al. in 
order to allow bulk of the energy absorbing material to be concentrated where the 
maximum amount of shock or energy transfer is experienced (Vasko et al., col. 4, lines 
7-9). 

10. Claims 76-77 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kwan et al. as modified by Vasko et al. as applied to claims 70,74 above, and 
further in view of Woods (5802823). 

For claim 76, Kwan et al. as modified by Vasko et al. teach the material for the 
layers ([0018] of Kwan et al. and col. 2, lines 48-49 of Vasko et al., wool felt of Vasko et 
la. is considered to be a fiber-based material) but are silent about the first layer 
comprises sheepskin, said sheepskin being disposed to contact the skin of said living 
subject. 

In addition to the above, Woods teaches the saddle pad having a material 62 
being sheepskin disposed to contact the skin of said living subject. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
manufacture the first layer of Kwan et al. as modified by Vasko et al. out of sheepskin 
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as taught by Woods in order to provide comfort and warmth for the horse by having the 
sheepskin being disposed to contact the skin of said living subject. 

For claim 77, Kwan et al. as modified by Vasko et al. and Woods teach wherein 
said living subject comprises an equine. 

11. Claims 82,83,85,86 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kwan et al. as modified by Woods as applied to claim 80 
above, and further in view of Vasko et al. (as above). 

For claim 82, Kwan et al. as modified by Woods are silent about wherein at least 
one of said pads varies in thickness. 

As mentioned in the above, Vasko et al.'s apparatus has at least one of said 
pads 36,38 varies in thickness (see fig. 8, and col. 4, lines 3-19). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
have at least one of the pads of Kwan et al. as modified by Woods be varies in 
thickness as taught by Vasko et al. in order to allow bulk of the energy absorbing 
material to be concentrated where the maximum amount of shock or energy transfer is 
experienced (Vasko et al., col. 4, lines 7-9). 

For claim 83, Kwan et al. as modified by Woods are silent about wherein at least 
a portion of said plurality of pads are formed from a visco-elastic foam material. 

As mentioned in the above, Vasko et al. teach the pads are made from a visco- 
elastic foam material (col. 2, lines 65-68 and col. 3, lines 32-48). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
manufacture the pads of Kwan et al. as modified by Woods out of a visco-elastic foam 
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material as taught by Vasko et al. in order to provide a material that can absorb a 
significant portion of the shock or energy transferred between the rider and the horse 
and to allow recovery before the next shock or energy transfer (Vasko et al., col. 3, lines 
34-40). 

For claim 85, Kwan et al. as modified by Woods and Vasko et al. teach wherein 
said living subject comprises an equine. 

For claim 86, Kwan et al. as modified by Woods and Vasko et al. (emphasis on 
Kwan et al.) teach wherein said apparatus is further adapted to support said saddle 
while maintaining substantially unimpeded movement of the spinal column of said living 
subject. 

12. Claims 87-89,94,95,101,102,104,105 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kwan et al. (as above) in view of Woods (as above) and 
Vasko et al. (as above). 

For claim 87, Kwan et al. teach a saddle pad adapted for use with a saddle on a 
high-withered equine, comprising: first and second substantially flexible elements 
12,22,28 having roughly the same shape, said first and second elements being bound 
together in at least a plurality of locations along their periphery; and a plurality of pad 
elements 26 disposed between said first and second flexible elements, said pad 
elements straddling the spine of said equine thereby causing said saddle pad apparatus 
to avoid contact with the spinal column of said equine during riding; wherein said pad 
elements are disposed and configured to substantially fill respective ones of gaps that 
occur on the anatomy of said high-withered equine in its withers region continuously 
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during riding (because the pads are placed in the pockets of the saddle at all time while 
riding), thereby substantially relieving this region from excessive pressure and contact 
with said saddle in a gullet channel which would otherwise exist without said pad 
elements; and wherein said unimpeded spine movement, said frustration of 
redisposition, and said first flexible element cooperate to provide reduced discomfort for 
said equine during said riding. Note that paragraph [0019] of Kwan et al. teach that the 
pads 26 will occupied the relief area 34 upon compression, thus, the pads will be 
disposed or at least be adapted to cooperate with the gaps or recesses 34,36. Note also 
that pads 26 do not meet each other or do not extend into the middle area 17, according 
to figs. 3 & 4. However, Kwan et al. are silent about said first element comprising a 
sheepskin and being in direct contact with the skin of said equine, and the pad being 
compressible visco-elastic foam. 

As mentioned above, Woods teaches sheepskin being in direct contact with the 
skin of said equine. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to manufacture the first layer of Kwan et al. out of 
sheepskin as taught by Woods in order to provide comfort and warmth for the horse by 
having the sheepskin being disposed to contact the skin of said living subject. 

As mentioned above, Vasko et al. teach the pad being compressible visco-elastic 
foam. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to manufacture the pads of Kwan et al. out of a visco-elastic foam 
material as taught by Vasko et al. in order to provide a material that can absorb a 
significant portion of the shock or energy transferred between the rider and the horse 



Application/Control Number: 10/692,835 Page 16 

Art Unit: 3643 

and to allow recovery before the next shock or energy transfer (Vasko et al., col. 3, lines 
34-40). 

For claim 88, in addition to the above, Vasko et al. teach at least one peripheral 
ridge 19 disposed substantially along a front or back periphery of said first and second 
elements, said peripheral ridge cooperating with an edge of said saddle to substantially 
frustrate relative motion between said saddle pad and said saddle in at least one 
direction during riding. It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to employ at least one peripheral ridge as taught by 
Vasko et al. along a front or back periphery of said first and second elements of Kwan et 
al. as modified by Woods and Vasko et al. in order to bind the first and second elements 
together and to further reinforce the saddle pad. 

For claim 89, Kwan et al. teach a saddle pad 10 adapted for use, with a saddle, 
on an equine, comprising: first and second substantially flexible elements 12,22,28 
having roughly the same shape, said first and second elements being bound together in 
at least a plurality of locations along their periphery, and said second element 12 
comprising a fiber-based material (see [0018] wool, sheep skin and cotton are all fiber- 
based material) disposed to contact said saddle; a plurality of pad elements 26 
disposed between said first and second flexible elements, said plurality of pad elements 
having a first shape (see fig. 3 for shape) and adapted to straddle the spine of said 
equine with at least a portion of said plurality disposed within said saddle pad and 
sufficiently distant from said spine such that said saddle pad elements support said 
saddle and said saddle pad above the spine of said equine thereby creating a spinal 
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channel (in the area of ref. 34), said spinal channel enabling substantially unimpeded 
movement of said spine; first and second restraining straps 38,42 affixed to at least said 
second flexible element, said straps each being adapted for substantially concealed 
tethering to said saddle; wherein said pad elements are adapted to interface only with 
gaps formed in the withers region of said equine; said pad elements configured to prop 
up only a front portion of said saddle and saddle pad and provide a substantially 
invariant relationship between said saddle and said equine during mounted ambulation 
of said equine. However, Kwan et al. are silent about said first element comprising 
sheepskin in direct contact with the skin of said equine; the pad being compressible 
visco-elastic foam; and at least one peripheral ridge disposed substantially along a front 
or back periphery of said first and second elements, said peripheral ridge cooperating 
with an edge of said saddle to substantially frustrate relative motion between said 
saddle pad and said saddle in at least one direction during riding. 

As mentioned above, Woods teaches sheepskin in direct contact with the skin of 
said equine. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to manufacture the first layer of Kwan et al. out of 
sheepskin as taught by Woods in order to provide comfort and warmth for the horse by 
having the sheepskin being disposed to contact the skin of said living subject. 

As mentioned above, Vasko et al. teach the pad being compressible visco-elastic 
foam. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to manufacture the pads of Kwan et al. out of a visco-elastic foam 
material as taught by Vasko et al. in order to provide a material that can absorb a 
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significant portion of the shock or energy transferred between the rider and the horse 
and to allow recovery before the next shock or energy transfer (Vasko et al., col. 3, lines 
34-40). In addition, Vasko et al. teach at least one peripheral ridge 19 disposed 
substantially along a front or back periphery of said first and second elements, said 
peripheral ridge cooperating with an edge of said saddle to substantially frustrate 
relative motion between said saddle pad and said saddle in at least one direction during 
riding. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to employ at least one peripheral ridge as taught by Vasko et al. 
along a front or back periphery of said first and second elements of Kwan et al. as 
modified by Woods and Vasko et al. in order to bind the first and second elements 
together and to further reinforce the saddle pad. 

For claim 94, Kwan et al. teach apparatus adapted for use on high-withered 
animals, comprising: a substantially flexible pad 26 comprising a plurality of pockets (the 
pads 26 of Kwan et al. being embedded in the shell 12, thus, technically, this would 
create some sort of pockets to hold the pads within shell 12) formed substantially 
between a first layer 22; comprising cotton, wool, or nylon (see [0026]) and a second 
layer 12 comprising fiber-based material (see [0018] wool, sheep skin, cotton are all 
fiber-based material), said fiber-based material being disposed to contact a saddle; a 
plurality of pad elements 26 captured by respective ones of said pockets; wherein said 
pad elements are disposed only within gaps created by said withers region continuously 
throughout riding, and said pad elements and said pad cooperatively form a raised 
feature element to raise only a frontal portion of a saddle and said apparatus disposed 
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over top of said pad elements with respect to a withers region in order to mitigate tilting 
or rocking of the saddle. However, Kwan et al. are silent about the first layer being 
sheepskin disposed to contact the skin of said high-withered animals; and the pad being 
visco-elasticfoam. 

As mentioned above, Woods teaches sheepskin in direct contact with the skin of 
said equine. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to manufacture the first layer of Kwan et al. out of 
sheepskin as taught by Woods in order to provide comfort and warmth for the horse by 
having the sheepskin being disposed to contact the skin of said living subject. 

As mentioned above, Vasko et al. teach the pad being compressible visco-elastic 
foam. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to manufacture the pads of Kwan et al. out of a visco-elastic foam 
material as taught by Vasko et al. in order to provide a material that can absorb a 
significant portion of the shock or energy transferred between the rider and the horse 
and to allow recovery before the next shock or energy transfer (Vasko et al., col. 3, lines 
34-40). 

In addition, in the event that Applicant does not believe that Kwan et al. teach 
pockets. Both Woods and Vasko et al. teach pockets as mentioned above. Thus, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have the pads of Kwan et al. be disposed in pockets formed substantially 
between a first layer of material and a second layer of material as taught by either 
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Woods or Vasko et al. in order to hold in the pads and allow the user to remove and 
replace the pads as desired. 

For claim 95, Kwan et al. as modified by Woods and Vasko et al. (emphasis on 
Kwan) further teach a pad interface 20,28,32 adapted to interface between said pad and 
said animal, said pad interface adapted to (i) dissipate localized pressure; (ii) dissipate 
heat; and (iii) dissipate moisture. 

For claim 101 , Kwan et al. as modified by Woods and Vasko et al. are silent 
about wherein said second substantially flexible element comprises square quilted 
fabric, said fabric providing reduced bunching of the second element under said saddle 
during use. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to employ square quilted fabric, said fabric providing reduced 
bunching of the second element under said saddle during use as the preferred material 
for the second flexible element in the pad element of Kwan et al. as modified by Woods 
and Vasko et al., since it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious choice. 

For claim 102, Kwan et al. as modified by Woods and Vasko et al. are silent 
about wherein said sheepskin comprises Australian Merino sheepskin. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to employ Australian Merino sheepskin as the preferred sheepskin in the pad element of 
Kwan et al. as modified by Woods and Vasko et al., since it has been held to be within 
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the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious choice 

For claim 104, Kwan et al. teach a saddle pad 10 adapted for use with a saddle 
on a high-withered equine, said high-withered equine having a plurality of gaps in its 
withers region (see fig. 4), comprising: first and second substantially flexible elements 
22,12 having roughly the same shape, said first and second elements being bound 
together in at least a plurality of locations along their periphery; 

and a first plurality of pad elements 26 disposed between said first and second 
flexible elements, said first plurality of pad elements straddling the spine of said equine 
at a distance whereby said saddle pad is not in contact with the spinal column of said 
equine during riding; and a second plurality of pad elements 26 (on the opposite side 
from the first pad 26) disposed between said first and second flexible elements; wherein 
said second plurality of pad elements are disposed within respective ones of said 
plurality of gaps (space or area occupied by the pad on the animal's body) and 
comprising a three dimensional profile (the pad having a depth, length, width to create a 
3-D object), said three dimensional profile fitting only within respective ones of said 
gaps; and wherein said second plurality of pad elements are continuously disposed 
within said plurality of gaps (the pad elements are located in the pockets of the saddle 
and remains therein) and cause at least a front portion of said saddle pad and said 
saddle to be continuously elevated away from said withers (due to the thickness of the 
pad and the curved shape of the pad). Note that paragraph [0019] of Kwan et al. teach 
that the pads 26 will occupied the relief area 34 upon compression, thus, the pads will 
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be disposed or at least be adapted to cooperate with the gaps or recesses 34,36. Note 
also that pads 26 do not meet each other or do not extend into the middle area 1 7, 
according to figs. 3 & 4. However, Kwan et al. are silent about said first element 
comprising a sheepskin and being in direct contact with the skin of said equine, and the 
pads being compressible visco-elastic foam. 

As mentioned above, Woods teaches sheepskin in direct contact with the skin of 
said equine. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to manufacture the first layer of Kwan et al. out of 
sheepskin as taught by Woods in order to provide comfort and warmth for the horse by 
having the sheepskin being disposed to contact the skin of said living subject. 

As mentioned above, Vasko et al. teach the pad being compressible visco-elastic 
foam. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to manufacture the pads of Kwan et al. out of a visco-elastic foam 
material as taught by Vasko et al. in order to provide a material that can absorb a 
significant portion of the shock or energy transferred between the rider and the horse 
and to allow recovery before the next shock or energy transfer (Vasko et al., col. 3, lines 
34-40). 

For claim 105, Kwan et al. teach a saddle pad 10 adapted for use, with a saddle, 
on an equine, comprising: first and second substantially flexible elements 22,12 having 
roughly the same shape, said first and second elements being bound together in at 
least a plurality of locations along their periphery, and said second element comprising 
a fiber-based material (see [0018] wool, sheep skin, cotton are all fiber-based material) 
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disposed to contact said saddle; a plurality of pad elements 26 disposed between said 
first and second flexible elements, a first group of said plurality of pad elements having 
a first shape (see fig. 3 for shape) and adapted to straddle the spine of said equine with 
at least a portion of said plurality disposed within said saddle pad, said first group of 
said plurality of pad elements supporting said saddle and said saddle pad above the 
spine of said equine thereby creating a spinal channel, said spinal channel enabling the 
movement of the spine of said equine to be substantially unimpeded by said saddle and 
said first group of said plurality of pad elements during riding; first and second 
restraining straps 38,42 affixed to at least said second flexible element, said straps each 
being adapted for substantially concealed tethering to said saddle; a second group of 
said plurality of pad elements 26 said second group of said plurality of pad elements 
comprising a profile (the pad having a depth, length, width to create a 3-D object) that 
interfaces continuously only with gaps formed in the withers region of said equine; 
wherein continuous placement of said second group of said plurality of pad elements 
substantially causes said saddle and said saddle pad to be propped up, said first and 
second groups of said plurality of pad elements cooperating to maintain balance and 
stability of said saddle for a rider. 

However, Kwan et al. are silent about said first element comprising sheepskin in 
direct contact with the skin of said equine; the pad being compressible visco-elastic 
foam; and at least one peripheral ridge disposed substantially along a front or back 
periphery of said first and second elements, said peripheral ridge cooperating with an 
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edge of said saddle to substantially frustrate relative motion between said saddle pad 
and said saddle in at least one direction during riding 

As mentioned above, Woods teaches sheepskin in direct contact with the skin of 
said equine. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to manufacture the first layer of Kwan et al. out of 
sheepskin as taught by Woods in order to provide comfort and warmth for the horse by 
having the sheepskin being disposed to contact the skin of said living subject. 

As mentioned above, Vasko et al. teach the pad being compressible visco-elastic 
foam. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to manufacture the pads of Kwan et al. out of a visco-elastic foam 
material as taught by Vasko et al. in order to provide a material that can absorb a 
significant portion of the shock or energy transferred between the rider and the horse 
and to allow recovery before the next shock or energy transfer (Vasko et al., col. 3, lines 
34-40). In addition, Vasko et al. teach at least one peripheral ridge 19 disposed 
substantially along a front or back periphery of said first and second elements, said 
peripheral ridge cooperating with an edge of said saddle to substantially frustrate 
relative motion between said saddle pad and said saddle in at least one direction during 
riding. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to employ at least one peripheral ridge as taught by Vasko et al. 
along a front or back periphery of said first and second elements of Kwan et al. in order 
to bind the first and second elements together and to further reinforce the saddle pad. 
Response to Arguments 
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1 3. Applicant's arguments filed 6/29/09 have been fully considered but they are not 
persuasive. 

Applicant argued that Kwan does not expressly or inherently disclose the saddle 
pad apparatus not impeding movement of the spinal column of the living subject by 
forming a space between the spinal column and the saddle pad apparatus as disclosed 
in Claim 70. As shown, only a portion of the apparatus 10 is elevated above the spinal 
column of the animal. In other words, Fig. 4 does not illustrate the unimpeded 
movement of the spinal column of the animal by forming a space between the spinal 
column and the saddle pad apparatus. 

Clearly from Kwan's fig. 4, the saddle pad apparatus does form a space between 
the spinal column and the saddle pad apparatus, especially in the area of ref. 34. Even 
if only a portion of the apparatus of Kwan is elevated, it still meet the claimed limitation 
of being elevated above the spinal column. In looking at fig. 3 of Kwan and applicant's 
fig. 3d, the pads are placed on each side of the front area of the saddle apparatus to 
raise the saddle apparatus from the wither region, thus, the two inventions are strikingly 
similar. In addition, the thickness of the pads themselves would create a space between 
the spinal column and the saddle pad apparatus itself. Moreover, clearly shown in fig. 4 
of Kwan that the saddle pad apparatus is raised due to the pads and the ductile element 
20 to create a space between the spinal column and the apparatus itself. Based on the 
anatomy of the horse, it is impossible for a saddle apparatus, when placed on the back 
of the horse, be totally flat on the spinal column. There has to be some space between 
the saddle apparatus and the spinal column because the saddle apparatus hangs on 
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both sides of the horse's body so the apex where the sides meet has to point upward 
creating a space between the saddle apparatus and the spinal column. 

Applicant argued that Kwan does not expressly or inherently disclose the pads 
being placed at least partially within gaps or recesses in the withers region. In other 
words, the apparatus 10 (having pads 26) in Kwan only comes into contact with the 
withers region if the relief area 34 is compressed a sufficient amount. There is a 
respectfully a difference between affirmatively disposing pads in the withers gaps or 
recesses and pads coming into contact with the general withers area if and only if there 
is adequate compression. 

The claim language for claim 70 does not indicate the pads being placed in the 
gaps or recesses in the withers region at all time. So, even if it only comes into contact 
with the wither region during compression, it still meet the claimed limitation of the pads 
being in placed at least partially within gaps or recesses in the withers region. In 
addition, noting throughout Kwan's specification that they state that the saddle 
apparatus "may include" the ductile element (see [0018]), thus, "may include" does not 
necessary means that one has to have it to work. Furthermore, fig. 3 shows the ductile 
element 20 being merely a rectangle strip and does not complete cover the whole front 
area, thus, the pads would still be at least partially within gaps of the withers region on 
each side. 

Applicant argued that Kwan does not expressly or inherently disclose the 
placement of the pads being such that the saddle pad apparatus is raised. In other 
words, it is the ductile element 20 which enables the apparatus 10 to be raised and not 
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the placement of the pads. Further, in Kwan the pads 26 are placed on the apparatus 
10 so as to only come into contact with the withers area if there is adequate 
compression on the malleable area (see e.g., paragraph [00191). 

Kwan states that the saddle apparatus "may include" the ductile element (see 
[0018]), thus, "may include" does not necessary means that one has to have it to work. 
In addition, fig. 3 shows the ductile element 20 being merely a rectangle strip and does 
not complete cover the whole front area, thus, the pads would still be at least partially 
within gaps of the withers region on each side. Moreover, the thickness of the pads 
would contribute to raising the apparatus, in addition to that of the ductile element. Even 
if it only comes into contact with the wither region during compression, it still meet the 
claimed limitation of the pads being in placed at least partially within gaps or recesses in 
the withers region to raise the front portion of the saddle apparatus. 

Applicant argued that Kwan's dorsal area 17 of the apparatus is intended to be 
placed on the spinal column of the animal. Applicant notes that at Fig. 4. although a 
raised area is given, the raised area is at the withers region of the saddle pad 
apparatus: hence. Fig. 4 does not illustrate the unimpeded movement of the spinal 
column of the animal by forming a space between the entire spinal column and the 
saddle pad apparatus. 

The claim did not claim unimpeded movement of the spinal column of the animal 
by forming a space between the entire spinal column and the saddle pad apparatus as 
argued (noting the underlined). In addition, paragraph [0017] states that there is a web 
element 30 either embedded or attached along dorsal area 17 to protect the withers 
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against injury or repeated abrasion, which seems to indicate that dorsal area 17 is not 
completely touching the spinal column at all times in order to prevent abrasion. 
Moreover, note that there are pads 12 included, thus, when the saddle apparatus of 
Kwan is placed on the horse, the pads hang on each side of the horse will cause the 
dorsal area 17 to be raised off of the spinal column. Furthermore, ref. 17 is also called 
an apex and looking at fig. 1 , clearly, when the saddle apparatus is placed on a horse, 
apex 17 will be raised above the back of the horse forming a space between the entire 
spinal column and the saddle apparatus. 

Applicant argued that Kwan does not expressly or inherently disclose the first 
and second pads being disposed within a respective one of a withers region gap or 
recess. In other words, the pads 26 are disposed within the saddle pad apparatus 10 at 
the malleable area 15. which per paragraph f0018l is elevated awav from the withers. 
Hence, the pads in Kwan are not disposed within respective ones of the withers region 
gaps or recesses. 

Throughout Kwan's specification, they state that the saddle apparatus "may 
include" the ductile element (see [0018]), thus, "may include" does not necessary 
means that one has to have it to work. In addition, fig. 3 shows the ductile element 20 
being merely a rectangle strip and does not complete cover the whole front area, thus, 
the pads would still be at least partially within gaps of the withers region on each side 
(especially at the end region of the pads where ref. 26 is pointing at in fig. 2). Even if it 
only comes into contact with the wither region during compression, it still meet the 
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claimed limitation of the pads being disposed within gaps or recesses in the withers 
region. 

Applicant argued that Kwan in no way discloses that disposal of pads within 
withers region gaps or recesses causes the saddle and pad to be elevated away from 
the withers. 

Kwan does not directly say it or perhaps have a different intended use for his 
pad, but the pads certainly performed the intended function as argued by applicant. 
Clearly, the pads of Kwan are disposed within the withers region gaps either with or 
without compression to the pads because (1) Kwan stated that the ductile element 20 is 
optional or "may include", so if one does not want to use element 20, the pads will be 
within the withers region gaps; (2) even if one uses element 20, compression will cause 
the pads to be within the gaps; (3) fig. 3 shows the ductile element 20 being merely a 
rectangle strip and does not complete cover the whole front area, thus, the pads would 
still be at least partially within gaps of the withers region on each side (especially at the 
end region of the pads where ref. 26 is pointing at in fig. 2); (4) the thickness of the pads 
will raised the pad apparatus from the withers. 

Applicant argued that Kwan does not teach or suggest the pads being disposed 
so as to elevate only a front portion of the saddle and saddle pad apparatus. Rather, in 
Kwan, the front portion of the saddle and saddle pad apparatus are elevated by bending 
the ductile element 20 to a preferred shape awav from the withers (see e.g.. paragraph 
[00181). 
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Kwan stated that the ductile element 20 is optional or "may include", so if one 
does not want to use element 20, the pads will be within the withers region gaps; (2) 
even if one uses element 20, compression will cause the pads to be within the gaps; (3) 
fig. 3 shows the ductile element 20 being merely a rectangle strip and does not 
complete cover the whole front area, thus, the pads would still be at least partially within 
gaps of the withers region on each side (especially at the end region of the pads where 
ref. 26 is pointing at in fig. 2); (4) the thickness of the pads will raised the pad apparatus 
from the withers because the pads are placed at the withers area only. 

Applicant argued that Kwan does not teach or suggest elevating a front portion of 
the saddle and saddle pad apparatus during riding while maintaining substantial stability 
about the axis. It is noted that whenever one portion of the apparatus is elevated, a rider 
may experience instability about a rotational axis transverse to the longitudinal axis of 
the spinal column of the subject (e.g., rocking). Nowhere does Kwan teach or suggest 
maintaining substantial stability; e.g., providing a mechanism for reducing rocking which 
may result from the raised from portion. 

What is considered "substantially" stable? Substantially stable is ambiguous 
without further detailed explanation as to the degree of stability. Certainly, Kwan is not 
going to make his saddle pad apparatus unstable because then the rider would fall. 
Kwan clearly stated in paragraph [0015] that the "pad 12 protects a horse from.... or 
movement of the saddle during riding" (note the underlined). Protects movement of the 
saddle during riding defines stability due to the use of the pad. 
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Applicant argued that neither Kwan nor Vasko teaches or suggests the 
placement of the pad resulting in substantial lift of a saddle and saddle pad placed 
thereon away from the withers region. Although Kwan discloses elevation of the saddle 
and saddle pad away from the withers region, the elevation thereof is the result of the 
user bending the ductile element into a preferred shape. The elevation in Kwan is 
simply not disclosed as being the result of the placement of pads in the withers region 
recess. Rather, the pads 26 in Kwan are merely a back-up mechanism for protecting the 
animal in the instance the malleable area 15 is over compressed, the pad placement 
has no effect on the elevation of the saddle and saddle pad in Kwan. 

Kwan stated that the ductile element 20 is optional or "may include", so if one 
does not want to use element 20, the pads will be within the withers region gaps. In 
addition, fig. 3 shows the ductile element 20 being merely a rectangle strip and does not 
complete cover the whole front area, thus, the pads would still be at least partially within 
gaps of the withers region on each side (especially at the end region of the pads where 
ref. 26 is pointing at in fig. 2). Moreover, the thickness of the pads will raised the pad 
apparatus from the withers together with the ductile element or without it. 

Applicant argued that nowhere does Kwan teach or suggest the saddle pad (i.e., 
saddle pad 10 in Kwan) not in contact with the spinal column of the equine during riding. 
In other words, the invention of Claim 87 regards pad elements being placed on either 
side of the animal's spine so as to ensure the saddle pad itself does not make contact 
with the spinal column. Kwan simply does not disclose the dorsal area 17 of the pad 
apparatus 10 not in contact with the animal's spine. 
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Kwan's pads 26 are placed on either side of the animal's spine, hence, Kwan's 
apparatus perform the same function as applicant, i.e. to ensure the saddle pad itself 
does not make contact with the spinal column, because the weight of the pads will pivot 
the apparatus' upward (especially with the rider's legs on each side), thus, leaving a 
space between the spine and the apparatus. In addition, the pads are not in contact with 
the spinal column while riding in the area of the withers region. 

Applicant argued that Applicant submits that Kwan does not teach or suggest 
pad element adapted to interface with gaps formed in the withers region. 

The [abatements of intended use or field of use, b)"adapted to" or "adapted for" 
clauses, c) "wherein" clauses, ord) "whereby"]clauses are essentially method limitations 
or statements of intended or desired use. Thus, these claims as well as other 
statements of intended use do not serve to patentably distinguish the claimed structure 
over that of the reference. See In re Pearson, 181 USPQ 641; In re Yanush, 177 USPQ 
705; In re Finsterwalder, 168 USPQ 530; In re Casey, 512 USPQ 235; In re Otto, 136 
USPQ 458; Ex parte Masham, 2 USPQ 2nd 1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art apparatus" if 
the prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham, 2 USPQ 2nd 
1647 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danly, 120 USPQ 528, 531. 

Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch & Lomb Inc., 15 USPQ2d 1525, 1528. 
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As set forth in MPEP § 21 14, a recitation in a claim to the material or article 
worked upon does not serve to limit an apparatus claim. The intended use of an 
apparatus is not a relevant limitation with respect to the patentability of the structure 
defined in an apparatus claim. In re Yanush, 477 F.2d 958, 959, 177 USPQ 705,706 
(CCPA 1973). Clearly, based on the shape of the pads of Kwan, the pads are certainly 
capable or adapted to interface only with gaps formed in the withers region. 

Applicant respectfully submits that none of Kwan, Woods, and/or Vasko 
teaches or suggests pad elements being disposed only within gaps created by the 
withers region continuously throughout riding. Specifically, Kwan discloses pads 26 
which, per paragraph [00191 protect the withers 36 against injury from the saddle and 
ductile element 20. Thus, the pads 26 must be disposed so as to protect the entire 
withers area 36. Further, as illustrated in Fig. 4. the pads 26 are sized and shaped so 
that upon compression the entire withers area 36 is protected. Hence, the pads 26 are 
not disposed only within gaps created bv the withers region (but rather are disposed 
across the entire region). 

The pads are clearly shown to be only in the gaps created by the withers region 
and not the entire region because applicant failed to define the boundaries of the gaps. 
The gaps can be considered the whole area occupied by the pads in Kwan. In addition, 
fig. 3 shows the pads being separated by element 17, thus, it cannot be across the 
entire region of the withers region as alleged by applicant. As for the continuous, the 
pads are in the saddle apparatus at all times when the rider rides, thus, it will be 
continuous in the withers region. 
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Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Son T. Nguyen whose telephone number is 571-272- 
6889. The examiner can normally be reached on Mon-Thu from 10:00am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter M. Poon can be reached on 571-272-6891 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Son T. Nguyen/ 

Primary Examiner, Art Unit 3643 



